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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-7, drawn to use of a mineral oil, classified in class none, 
subclass none. 

II. Claims 8-1 5, drawn to a method, classified in class 264, subclass 139. 

III. Claims 16-22, drawn to a composition, classified in class 524, subclass 
275. 

IV. Claims 23-26, drawn to a method, classified in class 524, subclass 276. 
The inventions are distinct, each from the other because: 

Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the use of mineral oil can be 
made in a method of making a moldable composition based a thermosetting polymer. 

Inventions I and III are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as a starting material for a 
lubricant and the inventions are deemed patentably distinct since there is nothing on 
this record to show them to be obvious variants. Should applicant traverse on the 
ground that the species are not patentably distinct, applicant should submit evidence or 
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identify such evidence now of record showing the species to be obvious variants or 
clearly admit on the record that this is the case. In either instance, if the examiner finds 
one of the inventions anticipated by the prior art, the evidence or admission may be 
used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Inventions I and IV are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case mineral oil can 
be used in a method of making a composition based on polymer/s other than 
fluoroelastomers. 

Inventions III and 11 are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the method as 
claimed can be practiced with another materially different product such as polyethylene, 
polystyrene. 

Inventions IV and II are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
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process of using that product (MPEP § 806.05(h)). In the instant case the method as 
claimed can be used to make a composition containing polyurethane, plasticizer and 
fillers. 

Inventions IV and III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the process as claimed can be used to make a 
materially different product such as a blend of phenolic resin and saw dust. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

2. During a telephone conversation with Attorney Dean M. Harts on October 15, 
2002 a provisional election was made with traverse to prosecute the invention of III, 
claims 16-22. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1 -1 5 and 23-26 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

3. Claims 21 and 22 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim cannot depend from any other multiple 
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dependent claim. See MPEP § 608.01 (n). Accordingly, the claims 21 and 22 have not 
been further treated on the merits. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dawes et al (USP 4485062). 

Dawes discloses a process for extruding polymers (abstract) fluoroelastomers 
are one class of such polymers (col. 4, lines 19-21). Carbon black and some inorganic 
materials can be added to polymers (col. 4, lines 26-35). Mineral oils can be 
incorporated into the polymers (col. 5, lines 15, 28-32). 

Dawes does not mention anything about wax content of mineral oil. It is 
reasonable to assume that the wax content is less than 2 parts per 100 parts by wt. Of 
composition (as claimed) since the oil of Dawes is a mineral oil used at a low amount of 
0.03% by wt (col. 5, line 2). 

It would have been obvious to from teachings of Dawes to arrive at instant 
invention. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

ot3t6S. 

7. Claims 16-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Dawes 
et al (USP 4485062). 

Disclosure of Dawes, set forth earlier.^peree that claims 16-20 lack novelty. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to U.K. Rajguru whose telephone number is 703-308- 
3224. The examiner can normally be reached on Monday-Friday from 9:30 am to 6:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 703-308-2462. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-9310 for regular communications and 703-872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 




James J. Seidleck 

U. K. Rajguru/mn S^jervisory Patent Examine? 
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